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DETAILED ACTION 

1. Claims 1-7 are pending in this application and presented for examination. 



Response to Arguments 

2. Applicant's arguments filed 7/21/08 have been fully considered but they are not 
persuasive. 



3. As to claim 1, Applicant argues Sheldon discloses a list of accepted e-mail addresses is 
different from a list of a list of accepted e-mail addresses for auto-reply messages. However, 
as explained in the previous Office action, designating a list of accepted e-mail addresses 
directly affects whether or not an e-mail address will receive an auto-reply. If an e-mail 
address is accepted, then its message will be able to proceed to a step where an auto-reply 
can be sent. If not accepted, the auto-reply message would never be sent as the e-mail would 
not be received by the recipient. The Examiner recognizes that the Applicant attempts to 
point out that there could be a list of accepted e-mail addresses that does not necessarily 
correspond to the list of accepted e-mail addresses for auto-reply messages. However, this 
relation is not clarified with corresponding claim language in the claim itself. The claim 
recites "receiving an electronic message from a source" but does not specify it is received by 
the recipient. Rather, the mail server could receive the electronic message and then make a 
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judgment regarding the electronic message. This leaves the Examiner's interpretation as a 
valid one. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., if the 
source is not in the "automated reply" list, the message is still sent from the source to the 
recipient, but an automated reply is not sent from the recipient to the source) are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

4. Further regarding claim 1, Applicant argues Lemson discloses an allowed list, but not 
an automated reply list and makes arguments similar to those made against Sheldon, as 
discussed above. The Examiner respectfully disagrees with the Applicant's assertion. Lemson 
directly relates to an automated reply list, as Lemson was cited as follows on page 5, final 
paragraph of the previous office action: (Pg. 1, final paragraph, continuing on to pg. 2; "The 
intent is to allow the administrator to be able to set a policy of "no out-of-office messages to 
random people on the Internet, but do allow them to go to our certain partners".") 
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5. Finally regarding claim 1, Applicant argues Hosmer does not disclose determining 
which of two automated reply lists should apply. However, the Examiner has addressed the 
limitation using multiple prior art references. Hosmer is not relied upon alone to reject the 
relevant subject matter. In response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually where 
the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ.871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ.375 (Fed. Cir. 1986). 

Claim Rejections - 35 USC§ 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

7. Claims 1-2 and 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sheldon et al. (Sheldon), U.S. Publication No. 2002/0169840 Al, in view of Lemson, David 
(Lemson); RE: too many "Out of Office AutoReply"; June 28, 2001, further in view of 
Dieterman, U.S. Patent No. 6,393,464 Bl, and further in view of Hosmer, E.P.O. Publication 
No. 0 605 106 Al. 
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8. As to claim 1, Sheldon discloses a method of communicating over a communications 
network (comprising the steps of: 

defining a first list specifying at least one electronic message source to which 
automated reply electronic messages are allowed to be sent, the first list being determined by 
a user of an electronic communication client and stored in a first database communicatively 
linked to the electronic communication client ([0047]); 

receiving an electronic message from a source ([0047]); 

comparing the source of the received electronic message with the source in the first 
stored list ([0047]); 

sending an automated reply electronic message if the source matches a source in the 
first list ([0047]); 

not sending an automated reply electronic message if the source does not match any 
source in the first list ([0047]; if the source is not in the "accepted" list then it will not have 
its message sent to the recipient and thus an automated reply electronic message will not be 
sent). 

In the referenced section of Sheldon, a user may define an allowed list representing 
email addresses and/or domains from which email addresses may be received by the user. A 
consequence of this is clearly that the user is defining a list of users to whom automated 
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reply messages may be sent. If a user in Sheldon set up automated reply messages (as is 
known in the art as discussed below in reference to Lemson), the messages would only be 
sent to users on the allowed list, because other users would never be able to get an email 
through to the user, and thus the user would never have an opportunity or need to send an 
automated reply message to such blocked users. 

Additionally, the accepted section is stored in the root directory and suffix directories 
of the system of Sheldon and thus the storing of the allowed list may be interpreted as being 
done so in a database. 

Sheldon is silent on defining a second list specifying at least one electronic message 
source to which automated reply electronic messages are allowed to be sent, the second list 
being determined by a system administrator and stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server; 

defining a set of rules specifying which among the first list and the second list 
dominates if a conflict occurs; 

comparing the source of the received electronic message with the source in the 
second stored list; 

sending an automated reply electronic message if the source matches a source in the 
second list; 
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not sending an automated reply electronic message if the source does not match any 
source in the second list. 

However, Lemson discloses defining a second list specifying at least one electronic 
message source to which automated reply electronic messages are allowed to be sent, the 
second list being determined by a system administrator (Pg. 1, final paragraph, continuing on 
to pg. 2; "The intent is to allow the administrator to be able to set a policy of "no out-of- 
office messages to random people on the Internet, but do allow them to go to our certain 
partners"."); 

comparing the source of the received electronic message with the source in the 
second stored list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to allow the 
administrator to be able to set a policy of "no out-of-office messages to random people on the 
Internet, but do allow them to go to our certain partners"."); 

sending an automated reply electronic message if the source matches a source in the 
second list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to allow the 
administrator to be able to set a policy of "no out-of-office messages to random people on the 
Internet, but do allow them to go to our certain partners"."); 

not sending an automated reply electronic message if the source does not match any 
source in the second list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to 
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allow the administrator to be able to set a policy of "no out-of-office messages to random 
people on the Internet, but do allow them to go to our certain partners"."). 

Microsoft ® Exchange is a server product, so it may be interpreted that the 
interception step defined by the allowed list disclosed by Lemson is done at the server. 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the teachings of Sheldon by enabling an administrator to set up a second allowed list 
at the server level to intercept automated reply messages. Such administrator is extremely 
well known in the art, as what is desired and set up by the user is frequently not desirable to 
an administrator, especially in a corporate environment. Policies related to limiting outgoing 
mail for the purposes of limiting traffic or preventing unprofessional or potentially insecure 
electronic message transmissions are known and limiting the amount of automated reply 
messages by an administrator is clearly desirable and obvious in the art as this very option is 
disclosed exactly as such by Lemson. 

Sheldon and Lemson are silent on the second list being stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server. Although, it may be interpreted that using Microsoft ® Exchange 
with an allowed list for out-of-office replies requires the presence of a database coupled to 
both the mail client and the mail server. 
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Sheldon and Lemson are silent on defining a set of rules specifying which among the 
first list and the second list dominates if a conflict occurs. 

However, Dieterman discloses the second list being stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server (Col. 3, In. 34-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon and Lemson by having the second list be stored 
in a second database communicatively linked to the electronic communication client and to 
an electronic communication server as taught by Dieterman in order to store the allowed list 
in a system accessible by both the client and the server in order properly implement the 
allowed list for communications between the client and the server and maintain a copy of it 
for multiple instances of use. 

In summary, Sheldon clearly discloses a user being able to control an allowed list, and 
Dieterman and Lemson both disclose controlling an allowed list as defined by an 
administrator. Additionally, Lemson discloses the control of automated reply messages to 
users and domains by an administrator. 

Sheldon, Lemson, and Dieterman are silent on defining a set of rules specifying which 
among the first list and the second list dominates if a conflict occurs. 
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However, Hosmer discloses defining a set of rules specifying which among a first list 
and a second list dominates if a conflict occurs (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon, Lemson, and Dieterman by defining a set of 
rules specifying which among the first list and the second list dominates if a conflict occurs 
as taught by Hosmer in order to resolve conflicting policies so as to determine a prevailing 
policy (Hosmer: Abstract). 

The combination of Sheldon, Lemson, Dieterman, and Hosmer has thus taught a first 
list determined by a client specifying whom to send automated electronic reply messages to 
(Sheldon: [0047]), a second such list defined by an administrator (Lemson: Pg. 1, final 
paragraph, continuing on to pg. 2; "The intent is to allow the administrator to be able to set a 
policy of "no out-of-office messages to random people on the Internet, but do allow them to 
go to our certain partners"."), and defining a set of rules specifying which among a first list 
and a second list dominates if a conflict occurs (Hosmer: Abstract). Therefore, determining 
whether or not to send an automated reply electronic message using the set of rules 
specifying which among the first list and the second list dominates if a conflict occurs when 
the source only matches a source in one of the first and second lists is merely a recitation of 
the previously discussed limitations and a summary of the environment that will naturally 
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occur as a result of those limitations being shown to be an obvious combination as discussed 
above. 

9. As to claims 2 and 6, the claims are rejected for reasons similar to claim 1 above. 

10. As to claim 4, Sheldon, Lemson, Dieterman, and Hosmer disclose the invention 
substantially as in parent claim 1, including the step of activating an auto-reply function in 
an electronic communication system (Pg. 1, final paragraph, continuing on to Pg. 2; "The 
intent is to allow the administrator to be able to set a policy of "no out-of-office messages to 
random people on the Internet, but do allow them to go to our certain partners"."). 

11. As to claim 5, Sheldon, Lemson, Dieterman, and Hosmer disclose the invention 
substantially as in parent claim 1, including the electronic message source is a domain 
(Sheldon: [0047]; Lemson: Pg. 2, In. 5-9). 

12. As to claim 7, Sheldon, Lemson, Dieterman, and Hosmer disclose the invention 
substantially as in parent claim 1, including the first list specifies that an automated reply 
electronic message can be sent to any electronic message address listed in a personal address 
book (Sheldon: [0070], In. 9-12). 
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13. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sheldon, 
Lemson, Dieterman, and Hosmer as applied to claim 1 above, and further in view of Boyce, 
Jim (Boyce); Managing instant messaging users; October 16, 2001. 

14. As to claim 3, Sheldon, Lemson, Dieterman, and Hosmer disclose the invention 
substantially as in parent claim 1, but are silent on the electronic message is an instant 
message. 

However, Boyce discloses the electronic message is an instant message (Pg. 3, % 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon, Lemson, Dieterman, and Hosmer by allowing 
the electronic message to be an instant message as taught by Boyce in order to allow a user to 
define a list of other users with whom the user wishes to communicate and exclude all other 
users (Boyce: Pg. 3, % 2). 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See the Notice of References Cited (PTO-892). 
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16. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the mailing date of this final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN P. WHIPPLE whose telephone number is (571)270- 
1244. The examiner can normally be reached on Mon-Fri (10:30 AM to 7:00 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571) 272-3964. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



Brian P. Whipple 
/B. P. WJ 

Examiner, Art Unit 2452 
10/16/08 



/Kenny S Lin/ 

Primary Examiner, Art Unit 2452 



